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Opi nion by Drost, Admnistrative Trademark Judge:
W1l ow CSN I ncorporated (applicant) filed an
application to register the mark CYBERAGENT in typed form
for services ultimately identified as:
enpl oynent and career devel opnent services, nanely
personnel recruitmnment, training and pl acenent; payrol
and accounting services; and tel ecommuni cations
services, nanely tel emarketing, tel ephone and

el ectronic call center services and tel ephone
answering services in International Cass 35; and
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educati onal services and training, nanely conducting

cl asses, workshops and sem nars in person, by videotape
and broadcast and by electronic nmeans in the field of

t el econmuni cati ons services, nanely tel emarketing,

t el ephone answering services, and tel ephone and

el ectronic call center services, custoner service,
conput er operation and data processing in Internationa
Cl ass 41.

The application (Serial No. 75/617,596) was filed on
January 8, 1999, and applicant clainmed a date of first use
of June 12, 1997, and a date of first use in conmerce of
Sept enber 29, 1998.

The examining attorney! initially refused registration
on the ground that the mark CYBERAGENT was nerely
descriptive under Section 2(e)(1l) of the Trademark Act, 15
U S C 8 1052(e)(1), because “applicant uses this termin
t he sane descriptive manner, to identify personnel who wl|l
be trained to performthe electronic services offered by
the applicant.” First Ofice Action, p. 2.

When the exam ning attorney nade the refusal to
register final, applicant filed an appeal and a request for
reconsi deration, including a request for registration under
the provision of Section 2(f) of the Trademark Act, 15
U S.C 8 1052(f). Wen the request for reconsideration was

not successful, this appeal foll owed.

! The current examining attorney was not the original exam ning
attorney in the case.
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I n support of the refusal, the exam ning attorney
i ncluded excerpts of stories retrieved fromthe NEXI S
dat abase.

What Custoner Access sells to e-conmerce conpanies is
a trained staff of “cyber-agents” ready to take on
custoner services headaches.

News and Cbserver (Raleigh, NC, June 10, 1999

Dai m er -Benz, Oracle, and Charles Schwab & Co. are
usi ng these cyber-agents to cut call center costs and

provi de round-the-cl ock service.
Strategy, March 15, 1999.

US Internet information conpany Infonautics has
unl eashed its cyber agents on the job market.
Informati on World Review, July 1, 1999.

But cyber agents can make extra noney selling
advertising on their Wb sites and selling nore
lucrative travel packages such as car, hotel, and
Crui se reservations.

San Franci sco Chronicle, Septenber 30, 1997.

“Smal | agents will perish, especially agents with a
reliance on personal lines,” he predicted, adding that
at the sanme tinme, “a new kind of agent will energe —
the on-1ine agent, the cyber-agent.”

Nati onal Underwiter, May 13, 1996.

“Cyberagents” at Precision Response Corp. in M am
conduct |ive chat sessions with custonmers over the

| nt er net.
St. Petersburg Tines, Cctober 18, 1999.

In addition, the exam ning attorney relied on the
dictionary definitions® of “cyber” as “information
processor; conputer” and “conputer network; on-line systeni

and “agent” as “one that acts or has the power or authority

2 American Heritage Dictionary, 3" Edition.
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to act” and “one enpowered to act for or to represent
another.” Another definition of “cyber” attached to the
O fice action dated March 12, 2001, is “Fromcybernetics, a
prefix attached to add to everyday words to add an
el ectronic or online connotation.” Conputer Desktop
Encycl opedia (1996). The exam ning attorney maintained
that the conbined term “cyberagent” “describes applicant’s
contractors or agents who use the Internet or a network to
conduct their services.” Br. at 4-5. Furthernore, the
exam ning attorney was not persuaded by the three
decl arations, the $1.5 nmillion in advertising, and the
articles in trade and general publications that applicant’s
mar k had acquired distinctiveness. The exam ning attorney
found that the articles submtted by applicant showed “t hat
news sources, in referencing applicant’s service, use the
proposed mark, “CYBERAGENT,” as a descriptive term nam ng
applicant’s independent contractors, specifically, and not
using the termto identify its services.” Br. at 11.
Whien a client needs to add nore agents to their
wor kf orce, they set the pay scale for the job and |ist
them on an autonmated positing program Cyber Agents
t hen sel ect which conpanies they want to work for
Cyber Agents earn an average from 10 to 14 dol |l ars per
hour...In addition, paid conpany benefits are not
required for CyberAgents, they don’t get premuns or
overtinme and the agents provide their own equi pnent

and office (enphasis omtted).

Br. at 11, quoting, C@Il Center CRM Sol utions).
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Applicant argues that its nmark is not nerely
descriptive “because a consumer cannot readily conprehend
the nature of Applicant’s educational and career
devel opnment services sinply fromseeing the term
CYBERAGENT.” Br. at 4. Specifically, applicant maintains
that the word “‘agent’ could apply to virtually any worker
in general, and therefore, cannot be deened to refer to
Applicant’s custoner-services in particular.” Br. at 5.
Because of its many possi bl e meani ngs, applicant submts
that its mark is not descriptive.

Even if the mark is found to be nerely descriptive,
applicant has submitted evidence to support its assertion
that even “if the CYBERAGENT mark could be considered to
have been descriptive, the nmark has becone distinctive of
Applicant’s services.” Br. at 6. Applicant’s evidence of
acqui red distinctiveness consisted of adverti sing
expendi tures of approximately $1.5 million since its
i nception,® articles in professional publications, and

nati onal recognition.

3 Applicant’s general counsel stated in a declaration that

appl i cant has used the mark CYBERAGENT in connection with the
applied for services “since | began working with the conpany in
March 1999 and | have no reason to believe that the mark was not
bei ng used in connection with classes 35 and 41 at |east as early
as January 12, 1997.” Geif declaration, p. 1. Sinmlarly, Geif
decl ared that the mark has been used in interstate commrerce
“since | began working with the conmpany in March 1999 and | have
no reason to believe that the mark was not being used in
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W agree with the Examining Attorney that applicant’s
mark is nerely descriptive and that applicant has not
subm tted sufficient evidence of secondary neani ng.
Therefore, we affirmthe refusal to register.

THI RD- PARTY REGQ STRATI ONS AND APPLI CATI ONS

In its appeal brief, applicant referenced nore than 50
mar ks published in the Oficial Gazette. The references
i nclude the date of publication of the mark, the nmark, and
the goods or services. Applicant then asserts that
“because there is a strong policy interest in |egal
consi stency, Applicant respectfully submts a sanpling of
marks in recent editions of the Oficial Gazette as
per suasi ve evidence that Applicant’s mark is entitled to
registration.” Br. at 9. Not surprisingly, the exam ning
attorney objects to the consideration of these
regi strations because they “were not properly submtted.”
Br. at 12. Applicant devotes its Reply Brief to expl aining
why t hese marks should be considered. |Its primry
argunments are that it is not seeking to nmake registrations
of record, it is seeking “to show that many sim |l ar marks

have been approved for publication for simlar goods and

connection with the services in interstate cormerce at | east as
early as Septenber 29, 1998.” |Id. at 2.
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services.” Reply Br. at 2. Applicant also argues that the
mar ks were all published after the appeal was instituted.

We will not consider these references to marks
published in the Oficial Gazette and presented for the
first time in applicant’s brief. First, “[t]he record in
t he application should be conplete prior to the filing of
an appeal. The Trademark Trial and Appeal Board w ||
ordinarily not consider additional evidence filed with the
Board or the exam ner after the appeal is filed. After an
appeal is filed, if the appellant or the exam ner desires
to introduce additional evidence, the appellant or the
exam ner may request the Board to suspend the appeal and to
remand the application for further consideration.” 37 CFR
§ 2.142(d). oviously, applicant was free to request a
remand to have the exam ning attorney consider this
evidence. |If a remand were granted, the exam ning attorney
woul d have the opportunity to submt evidence to rebut the
evi dence subnmitted by applicant.

Second, we note that while these marks were published
inthe Oficial Gazette after the filing of the notice of
appeal on Novenber 22, 2000, the case was rermanded to the
exam ning attorney to consider applicant’s request for
regi stration under the provision of Section 2(f) of the

Trademark Act. As late as Septenber 12, 2001, applicant
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subm tted evidence to the exam ning attorney. However,
applicant failed to include the nore than twenty marks that
were al ready published in the Oficial Gazette at that
tinme.

Third, we will not consider these references to marks
published in the Oficial Gazette because they are not
conplete. Applicant has submtted themto show t hat
“simlar marks have been approved for publication for
simlar goods and services.” However, by omtting all the
data concerning the marks, no such concl usion could be
drawn even if the applications were properly of record.
| ndeed, even a cursory review of these narks woul d revea
that there are marks registered on the Suppl enent al
Regi ster or under Section 2(f) and there are other nmarks in
which the “Cyber” term has been disclainmed. Oher marks
are abandoned or otherwise still pending in the Ofice.
Wi | e applicant argues that these references are not a
“trademark search report” but a representation “hy
Applicant, through its attorneys” (Reply Br. at 2), we fail
to see how this helps applicant. Qur case law clearly
prohi bits what applicant is attenpting to do in this case.

Inits brief, applicant argues, for the first tine,

that the O fice has registered or published many

common, every day phrases. Applicant goes on to |ist

several registrations and applications, contending
that the refusal in this application is at odds wth
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the Ofice's practice as shown in these other files.
The Exam ning Attorney, in her brief, objected to this
evi dence because it was not properly nade of record.
The objection is sustained. Trademark Rule 2.142(d)
provides that the record in an application should be
conplete prior to the filing of the appeal, and that
the Board will ordinarily not consider additiona
evidence filed with the Board after the appeal is
filed. Moreover, the nere listing of third-party

regi strations and/or applications is insufficient to
properly make them of record. Rather, copies of the
of ficial records thenselves, or the electronic

equi val ent thereof, that is, printouts of the
registrations taken fromthe el ectronic records of the
Patent and Trademark O fice's own data base, nust be
submtted. Inre Smth and Mehaffey, 31 USPQRd 1531
1532 at n.3 (TTAB 1994). Thus, the listing in
applicant's brief has not been considered in reaching
our deci sion.

In re Volvo Cars of North Anerica Inc., 46 USPQRd 1455,

1456 n.2 (TTAB 1998). See also In re Hub Distributing,

Inc., 218 USPQ 284, 285 (TTAB 1983) (“[We do not consider
a copy of a search report to be credible evidence of the
exi stence of the registrations and the uses |isted
therein”).

Finally, the Federal Crcuit has held that “[e]ven if
some prior registrations had some characteristics simlar
to Nett Designs' application, the PTO s allowance of such
prior registrations does not bind the Board or this court.”

In re Nett Designs, Inc., 236 F.3d 1339, 57 USPQRd 1564,

1566 (Fed. Cir. 2001).

The cases are | egion holding that each application for
registration of a mark for particul ar goods or
services nust be separately evaluated .... Section 20
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of the Trademark Act...gives the Board the authority
and duty to decide an appeal from an adverse fi nal
deci sion of the Exam ning Attorney. This duty nmay not
be del egat ed by adopti on of concl usions reached by
Exam ning Attorneys on different records. Suffice it
to say that each case nust be decided on its own
nerits based on the evidence of record. W obviously
are not privy to the record in the files of the

regi stered marks and, in any event, the issuance of a
regi stration(s) by an Exam ning Attorney cannot
control the result of another case.

In re Sunnmarks Inc., 32 USPQRd 1470, 1472 (TTAB 1994).

DESCRI PTI VENESS

We now anal yze the mark to see if it is nmerely
descriptive, and, if so, whether applicant submtted
sufficient evidence of acquired distinctiveness. For a
mark to be nerely descriptive, it nust inmediately convey
know edge of the ingredients, qualities, or characteristics

of the goods or services. In re Gyulay, 820 F.2d 1216,

1217, 3 USPRd 1009, 1009 (Fed. Gr. 1987); In re Quik-

Print Copy Shops, Inc., 616 F.2d 523, 525, 205 USPQ 505,

507 (CCPA 1980). To be “nerely descriptive,” a term need
only describe a single quality or property of the goods or

services. Meehanite Metal Corp. v. International Nickel

Co., 262 F.2d 806, 120 USPQ 293, 294 (CCPA 1959).
Descri ptiveness of a mark is not considered in the
abstract, but in relation to the particul ar goods or

services for which registration is sought. In re Abcor

10
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Dev. Corp., 588 F.2d 811, 814, 200 USPQ 215, 218 (CCPA

1978).

In this case, the Exam ning Attorney relied on severa
dictionary definitions to explain what the ternms in the
mark nmean. W also take judicial notice of two additional,
simlar definitions of “cyber.” First, it is defined as “a
prefix wdely used with al nbst anything these days to
i ndicate an el ectronic version of sonething...Cyber- and
sonetinmes just Cyb- has since been used in many contexts
fromconmputers to nmusic, as in cybarian, cyberceleb
cyberphil e, cyberspace, cybercast, cyperphant, cyberphobe,

etc.”?

The second definition is “A prefix attached to
‘everyday’ words in order to give thema conputer-based or
online meaning, as in cyberlaw (the practice of lawin
relation to or through the use of the Internet) and
cyberspace (the virtual online world).”®

Applicant’s literature denonstrates that applicant
provi des people to work for conpanies in an online
envi ronnent .

Cyber Agents supply their own uni quely equi pped

Cyber O fices connected, as required, wth each of

their clients through the Network's private voice and
data system

* Data Tel ecomuni cations Dictionary (1999).
®> Mcrosoft Conputer Dictionary, Fifth Edition (2002).

11
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The Cyber Agent Network is a private conmunications
network that provides the exclusive |ink between the
nation’ s call centers and a national pool of

Cyber Agent s.

The Network’s private comuni cation system provi des
call centers with seanl ess access to their Cyber Agent
Pool through high resolution voice and secure data
l'inks.

Al'l CyberAgents are menbers of the National CyberAgent
Pool , a cyber work force shared by all client
Cyber Cent ers.

It is clear that applicant’s services are perforned in
an online or network environnment and, therefore, they would
be accurately described as “cyber.”

Applicant’s literature al so shows that the term
“agent” (enphasis added) accurately describes its
per sonnel .

The Cyber Agent — The Next Evol ution of the Hone Agent.

Conquer 25 Classic Call Center Problens

Now You Have The Choi ce...

Agents work sporadic shifts — on an as-needed basis...
Agent pool expands by a ratio of 4:1 wthout added
cost ...

Pr of essi onal agents to your highest standards...

Costs are lower with professional agents and no on-
hol ds...

Agents are inpervious to peer pressure.

Virtual Reality: WIlow s Cyber Center Network:
Agents are professionals across the U.S. running their
own hone busi nesses...Agents coul d i ndeed handl e

out bound canpai gns ...Agent tech support is largely
sel f - servi ce.

The terns “cyber” and “agent” nerely describe

representatives of a conpany that operate in an online

12
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environment. \While applicant argues that “a consumner
cannot readily conprehend the nature of Applicant’s

educati onal and career devel opnent services sinply from
seeing the term CYBERAGENT” (Br. at 4), it is not necessary
that a mark be immedi ately descriptive of all of
applicant’s services for the termto be nerely descriptive.
The termwoul d, at |east, imrediately describe enpl oynent
and educational services involving applicant’s

tel emarketing, tel ephone and electronic call center
services and tel ephone answering services. These services
include recruiting and training personnel to work as agents

for others in an online or “cyber” environment. See, e.g.,

“a trained staff of ‘cyber-agents’”; *“using these cyber-
agents to cut call center costs”; “Infonautics has
unl eashed its cyber agents on the job market”; *“cyber

agents can make extra noney selling advertising on their
Web sites”; “a new kind of agent will energe — the on-line
agent, the cyber-agent.”

Even evi dence that applicant has subm tted concerning
its own operations indicate that the termwould be viewed
descriptively. Fornmer Vice-President Al CGore referred to
applicant’s Cyber Agent CSR (custoner service
representatives) as “an occupation that didn't exist a few

years ago.” Brickell Post. 1In an article entitled “Cyber

13
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agents cash in on latest trend,” the article reports that
“I't’s an E-Commerce world and South Florida residents can
cash in on the trend by becom ng cyber agents and work out
of their honmes.” Sun-Sentinel Comunity News (A photograph
wth the story is captioned “CYBER AGENT: Sandra Austin, a
cyber agent for WIlow CSN, takes calls from her hone for
peopl e shopping on the Internet”). M nnesota AAA, which
uses applicant’s services, is the focus of an article in a
newspaper for call center and custoner care professionals
entitled “AAA s cyber agent test run scores an A" CC
News. In that article, it is reported that “[t] he cyber
agents scored better in nost skills categories than AAA s
i n-house call takers” and “[h]iring cyber agents has hel ped
AAA reduce its enployee churn.”

Wil e we consider the individual terns, it is the mark
inits entirety that nmust be considered in determn ning

whet her the mark is descriptive. P.D. Beckwith, Inc. v.

Conmi ssioner, 252 U. S. 538, 545-46 (1920). However, “[i]t

is perfectly acceptable to separate a conpound mark and
di scuss the inplications of each part thereof ...provided
that the ultimate determ nation is made on the basis of the

mark in its entirety.” In re Hester Industries, Inc., 230

USPQ 797, 798 n.5 (TTAB 1986). Here, not only do the

i ndi vidual terns describe applicant’s services, but when

14
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the ternms are conbined we conclude that they result in a
termthat is nerely descriptive. The evidence of the use
of the term “cyberagent” or “cyber agent” shows that the
variations of this term when applied to applicant’s
services, would be recogni zed by the rel evant consuners as
a termdescribing individuals representing an organi zation
that are connected onli ne.

ACQUI RED DI STI NCTI VENESS

Whil e we have found that applicant’s termis nerely
descriptive, it would still be registrable on the Principal
Regi ster if applicant denonstrates that the mark has
acquired distinctiveness under Section 2(f) of the

Trademark Act. Nett Designs, 57 USPQ@d at 1565 (“A nerely

descriptive mark qualifies for registration only if the
appl i cant shows that it has acquired secondary neaning”).
Appl i cant has the burden of proving that its mark has

acquired distinctiveness. In re Hollywod Brands, Inc.,

214 F.2d 139, 102 USPQ 294, 295 (CCPA 1954) (“[T]here is no
doubt that Congress intended that the burden of proof

[ under Section 2(f)] should rest upon the applicant”).
“[L]ogically that standard becones nore difficult as the

mar k’ s descriptiveness increases.” Yanaha Int’'l Corp. V.

Hoshi no Gakki Co., 840 F.2d 1572, 6 USPQ2d 1001, 1008 ( Fed.

Gir. 1988).

15



Ser. No. 75/617,596

Appl i cant supports its Section 2(f) claimwith a
decl aration that shows that applicant has spent
“approximately $1.5 million [since its inception] on
advertising for services related to CYBERAGENT cust oner
services representatives”; “excerpts fromlocal and
nati onal publications denonstrating that the public at
| arge and professionals in the call center industry, in
particular, identify the CYBERAGENT mark with Applicant”;
and three “declarations fromexperienced call -center
professionals.” Br. at 6-7.

Wil e we have considered applicant’s evidence, we find
that it is not enough to neet applicant’s burden to show
that applicant’s mark has acquired distinctiveness. As we
poi nted out above, many of the references in |ocal and
nati onal publications are equivocal at best. They are
often likely to create the inpression that “cyber agent” is
an occupation, not a trademark that identifies applicant’s
services. “The nere statenent of sales volunme and
advertising expenditures are not persuasive since there is
no way of our determ ning whether these activities have had

any inpact on purchasers.” In re Kwik Lok Corporation, 217

USPQ 1245, 1248 (TTAB 1983). Here, we do not have sales
vol unes and fromthe advertising of record, it would not be

apparent to many that applicant is using the term

16
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“Cyberagent” as a trademark. See, e.g., “CyperAgents are a
uni quely flexible work force who can seam essly suppl enent
your in-house call-takers”; “All your CyberAgents wll be
in the top 20% of your call center agents or at your
option, we will imrediately replace the | esser

Cyber Agents”; and “Cyber Agents are professional call takers
who, as independent contractors, work directly for your
CyberCenter.” Also, the declarations of three custoners
that state that the mark “uniquely identifies” applicant’s
services are not sufficient in this case. There is

evi dence of the common use of the term “cyber agent”
descriptively in the online field in general. Even many of
the references to applicant appear to use the term
descriptively including an article featuring one of
applicant’s custoners whose representative provided a
declaration. Finally, we note that even if applicant is
the only enploynent service using the termat issue, this
fact would not |ead us to conclude that the mark was not

nmerely descriptive. In re Interco Inc., 29 USPQRd 2037,

2039 (TTAB 1993) (“[I]f applicant has been the first
and/or, unlike its conpetitors, is presently the only user
of the term "LI GHTVWEI GHTS" in connection with shoes, such
fact cannot alter the nerely descriptive significance of

the terni).

17
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Therefore, we find that applicant has not net its
burden of denonstrating that the mark has acquired
distinctiveness with the [imted evidence applicant has
submtted in this case.

CONCLUSI ON

In summary, after careful consideration of the
rel evant authorities and the evidence and argunents of
record, we find that the termapplicant seeks to register
is merely descriptive of services recited in both
international classes in the application. Moreover, we
find that applicant has failed to submt sufficient
evi dence of acquired distinctiveness to warrant

regi stration under Section 2(f) of the Trademark Act.

Decision: The refusal to register is affirned.
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